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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
• Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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1)S Responsive to communication(s) filed on 09 March 2004 . 
2a)\3 This action is FINAL. 2b)EI Tliis action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G, 213. 
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4) S Claim(s) 1-21 is/are pending in the application. 
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5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1-21 is/are rejected. 
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Application Papers 
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DETAILED ACTION 
Specification 

1 . The disclosure is objected to because of the following informalities: 

(1) page 3, lines 22-23 include the phrase "dissector 10 includes and elongate 
shaft," where "and" should be replaced with "an." 

(ii) page 5, lines 6-7 include the phrase "in such situations, the locating the 
distal," which should be replaced with "in such situations, locating the." 

(iii) page 5, line 33 contains the phrase "aligned with" repeated in the same 
sentence. 

(iv) page 6, line 18 includes the phrase "that the after the surgeon," which should 
be replaced with. "that after the surgeon." 

(v) page 6, line 24 includes the phrase "the geometry of present example," where 
"the" is missing. 

Appropriate correction is required. 

Ciaim Objections 

2. Claim 2 is objected to because of the following informalities: Claim 2 states 
"wherein the diffuse visible energy is diffuse." Since the applicant fails to previously 
claim "diffuse energy," it is the examiner's position that the phrasing should be replaced 
with wherein the visible energy is diffuse." Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by . 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section. 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and w/as published under Article 21 (2) 
of such treaty in the English language. 

4. Claims 1-8 and 11-21 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Wagner (US 2004/0204734 A1). 

With regards to claims 1-3 and 8, Wagner discloses a surgical dissection tool 
(290) having an elongate shaft (280) (Figure 2, [0007]). A dissector is located at the 
distal end of the shaft and is shown in Figure 2 as blunt, which clearly overlaps the 
instant claim ([0008]). The tip of the distal end further comprises a light source (282).for 
penetrating through skin ([0008]). 

With regards to claim 4, as shown in Figure 5A, the shaft (280) inherently has a 
circular cross section at the tip. 

With regards to claims 5-7, Wagner further discloses the shaft as curved, rigid, 
or malleable, which clearly overlaps the instant claims ([0009], [0039], [0040]). . 

With regards to claims 1 1 and 12, the light source (282) is further disclosed as a 
light emitting diode or white light ([0037], [0044]). 

With regards to claims 13-21, Wagner discloses a method for dissecting tissue 
using the surgical dissection tool (290). Tissue is severed using the dissector while light 
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emits from the light source so that the position of the dissector tip may be observed 
through the tissue ([0034], [0042]). Therefore, in order for the device of Wagner to 
dissect tissue, the device is inherently placed near the tissue to be cut. The tissue is 
then inherently separated into first and second tissues when the dissection occurs. 
Additionally, the first and second tissue would inherently be differentiated by the light 
source passing through the first or second tissue. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
. forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the - 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was rnade. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

Determining the scope and contents of the prior art. 
Ascertaining the differences between the prior art and the claims at issue. 
Resolving the level of ordinary skill in the pertinent art. . 
Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claims 11 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wagner (US 2004/0204734 A1). 

Wagner discloses a surgical dissection tool wherein a light source is utilized to 
display the position of the tip of the tool. A non-exhaustive example of the light source 



1. 
2. 
3. 
4. 
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is disclosed as an incandescent bulb, a light emitting diode, a florescent light source, a 
vapor lamp, an arc lamp, a plasma light source, and a halogen bulb ([0037]). Therefore, 
since Wagner is open to light source as long as it penetrates through the desired tissue, 
it would have been obvious to one of ordinary skill at the time of the invention for the 
luminous intensity of the light source to be within 300 to 1500 lux: . 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Amy T. Lang whose telephone number is 571-272-9057. 
The examiner can normally be reached on M-F 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anhtuan Nguyen can be reached on 571-272-4963. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toil-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
02/06/2007 




